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world of electronic commerce ("e-commerce") represents a challenge to established trademark law. Internet companies spend large sums of money to acquire generic domain names and then expect certain legal protections for their investment. They look to trademark and unfair competition law to protect their domain names. 8 Large monetary investment and high speculation in generic domain names bring into question whether trademark and unfair competition law can protect generic domain names. This conflict gives rise to several issues. First, whether trademark and unfair competition law under the Lanham Act 9 should be extended to protect generic domain names that are highly valued in e-commerce. Second, whether extending the established trademark law to generic domain names will destroy the basic fabrics of trademark jurisprudence. Third, whether the extension hinders the growth of e-commerce to grant trademark exclusivity to generic domain name. Finally, whether it contradicts the existing domain name system that provides registrations on a first come first serve basis where registration of almost identical domain names, such as computer.com and computers.com, are allowed to co-exist peacefully.
Part I of the Article will focus on the trademark paradigm before the arrival of e-commerce. The historical roots of trademarks and development of modern trademark law will be discussed to provide names through the auction site greatdomains.com); see also Flash, supra note 5 (reporting Proctor and Gamble are among large corporations selling generic domain names that they had registered).
Auction web sites are selling generic domain names for commissions in the secondary domain name market. See Flash, supra note 5 (stating there are at least twenty-seven companies selling domain names); Sabra Chartrand, Auctioning secondhand domains gives rise to another internet, DESERET NEWS, Aug. 26, 2000 (reporting web domain names are now being sold in the secondary market). Bank of America bought "loans.com" for $3 million from a California businessman who had no operating web site but received 3,000 to 4,000 hits a day. See Larkin, supra note 7; BofA Was Winning Bidder of Loans.com Web Domain, WALL ST. J., Feb. 8, 2000, at B15. There is an on-going bitter litigation over the ownership of the domain name "sex. an understanding of trademarks and their functions in commerce. Part II will address how e-commerce fosters the creation of online branding with generic domain names. The demand for generic domain names in e-commerce is at a feverish stage and online companies are willing to pay high price tags for domain names solely for the purpose of getting Net surfers, i.e., potential customers, to their sites. Part III will examine the functions of domain names and whether such functions could be qualified as a trademark function. Finally, Part III will also examine whether a domain name that is capable of functioning as a trademark, but is not a valid trademark, can be protected under unfair competition law.
I. THE TRADEMARK PARADIGM BEFORE E-COMMERCE
Trademark protection is "the law's recognition of the psychological function of symbols." 10 Justice Felix Frankfurter observed that we live by symbols and thus spend significant money on goods and services bearing symbols. 11 The power of a symbol dates back to the ancient times when humans used symbols to mark their goods for ensuring the identification of ownership. 12 The idea of using a mark or symbol to identify the source of the goods remains a passion of competing companies. 13 In recent years, however, that idea has evolved into a Animal branding is an ancient form of marking to identify cattle with certain owners and such branding practice was depicted in wall paintings in Egypt and cave paintings in southwestern Europe, dating back to the Stone Age. See Diamond, supra note 12, at 266-67. As far back as 4000 B.C., quarry marks and stonecutters' signs were common in Egyptian structures for purposes of proving stone cutter's claim to wages. See WILLIAM H. BROWNE, A TREATISE ON THE LAW OF TRADEMARKS AND ANALOGOUS SUBJECTS 1-14 (1885) (tracing the history of trademarks). Artisans in ancient China used marks of designs, colors and names on pottery to indicate the destination or the place of manufacture. See Greenberg, supra note 12, at 878.
13. Companies spend millions of dollars annually to advertise their trademarks. Through various means, from hand flyers, billboards, newspapers, trade journals, and television to electronic banner advertisements, companies use trademarks as
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14 Trademark protection has evolved over the years. Both common law and federal trademark statutes exist side by side to protect marks from unfair competition, 15 infringement, 16 dilution, 17 and cybersquatting dilution. 18 Prior to the enactment of the first federal trademark statute, early common law trademark cases provided protection to the senior user of a trademark, prohibiting subsequent To get the dollars, sellers of goods and services may spend substantial amounts in advertising the trade symbol of their product, which we label a "trademark."). Companies understand that the greater recognition a mark has among the public and the more it is identified with a product or products, the more valuable the trademark will become. See Maria Mallory, Pop Goes the Pepsi Generation: A Struggling Pepsi-Cola Offers a Cautionary Tale in Brand Stewardship, U.S. NEWS & WORLD REP., June 16, 1997, at 48-9. In other words, the stronger the identification of the mark with the product, the stronger the "brand equity" the trademark enjoys. The brand equity of a trademark is measured by translating consumer loyalty and recognition of the trademark into estimated financial value. For example, the Coca-Cola trademark is valued at $24 billion, while the Nike trademark has an estimated value of $7. 27. Trade-Mark Cases, 100 U.S. at 94 ("The ordinary trademark has no necessary relation to invention or discovery.").
28. See Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 163-64 (1995) 2001] E-COMMERCE 943 of the trademark owner who substantially invested in their trademarks.
29
These two goals balance each other. The sourceidentifying role of trademarks is to benefit both the consuming public and trademark owners.
30
Trademarks broadly include any word, phrase, name, symbol, logo, device, or image that is used or intended to be used by a person in commerce.
31
Not all trademarks are entitled to protection. 32 The more distinctive a trademark, the more protection it is entitled.
33
Like most other aspects of law, the rule sounds easier in the abstract than in practice. 34 (explaining that trademark law aims to reduce the consumer's risk of purchasing the wrong product).
29. See id. at 164 (stating that trademark law aims to assure producers that they will be able to "reap the financial, reputation-related rewards" of their product).
30. Cir. 1999 ) (explaining that "no one can claim the exclusive right to use" a mark like "CAR" which has little or any "distinctiveness"). The court explains that a mark with little or no distinctiveness can be protected only if the "consuming public has come to associate [it] with the products or services of its user," which is the concept of secondary meaning. See id.
33. See Nabisco, Inc., 191 F.3d at 215-16 ("Distinctiveness is a crucial trademark concept, which places marks on a ladder reflecting their inherent strength or weakness. The degree of distinctiveness of a mark governs in part the breadth of the protection it can command. . . . The strongest protection of the trademark laws is reserved for these most highly distinctive mark."); Mobil Oil Corp. v. Pegasus Petroleum Corp., 818 F.2d 254, 258 (2d Cir. 1987) (holding the "unparalleled strength" of plaintiff Mobil's Pegasus trademark deserves "broad protection against infringer").
34. however, did a trademark scale based on distinctiveness become the authoritative instrument to measure trademarks. 37 The Abercrombie & Fitch distinctive spectrum dictates that a trademark will be accorded as inherently distinctive if it is "arbitrary," "fanciful," or "suggestive" in relation to the goods bearing the trademark.
38
Arbitrary and fanciful trademarks receive automatic trademark protection because they serve solely to identify the particular source of a product. 39 Indeed, arbitrary and fanciful trademarks bear no relationship with the goods the marks represent. 40 Arbitrary trademarks can be common words, but they are used in very uncommon ways. 41 Examples of such marks include HORIZON (banking services);
42 APPLE (for computers); 43 AMAZON (for on-line retailing bookstore).
44
Fanciful trademarks are non-dictionary another, because a term may shift from one category to another in light of differences in usage through time, because a term may have one meaning to one group of users and a different one to others, and because the same term may be put to different uses with respect to a single product."). See also Thompson Med. Co. v. Pfizer Inc., 753 F.2d 208, 213 n.8, 215 (2d Cir. 1985) (finding the lines between classes of trademarks are "chimerical" and "illusory").
35. See Trade-Mark Cases, 100 U.S. 82, 92 (1879) ("The right to adopt and use a symbol or a device to distinguish the goods or property made or sold by the person whose mark it is, to the exclusion of use by all other persons, has long been recognized by the common law.").
36. 537 F.2d 4 (2d Cir. 1976). 37. See Abercrombie & Fitch, 537 F.2d at 9-11 (organizing the "principles of trademark law" into four eligibility groups in order of increasing protection); see also Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 211 (2000) (referring to the Abercrombie distinctiveness test as the "now-classic test originally formulated by Judge Friendly").
38. 537 F.2d at 11 (contrasting suggestive, arbitrary, and fanciful with "descriptive" marks which "conveys an immediate idea of the ingredients, qualities in characteristics of the goods"); Wal-Mart Stores, Inc., 529 U.S. at 211 (explaining that inherently distinctive marks primarily refer to the source of the product).
39 Examples of such marks include EXXON (gasoline), CLOROX (detergent), 46 and KODAK (for film goods). 47 Trademark law provides arbitrary and fanciful trademarks the highest level of trademark protection because these highly unique and inherently distinctive trademarks have a greater chance of the public mistaking a similar or related junior mark from the original mark. 48 Suggestive trademarks require consumers to draw a conclusion or guess the connection between the trademarks and the goods. women warriors. There is no relationship between "Amazon" and the goods and services provided under the mark (online book sales). See Wingfield, supra note 6, at R14 (reporting that "Amazon" is a highly "elastic" brand name that provides much flexibility for expansion of goods and services under the same brand name).
45. Cir. 1976 ) ("A mark that is strong because of its fame or its uniqueness, is more likely to be remembered and more likely to be associated in the public mind with a greater breadth of products or services than is a mark that is weak. . . .")).
49. See Stix Prods., Inc. v. United Merchants & Mfgs., Inc., 295 F. Supp. 479, 488 (S.D.N.Y. 1968) (determining that the trademark "CON-TACT" is suggestive because "more than mere observations is required to reach the conclusion that a product so branded is self-adhesive decorative covering, that it may be applied to a surface with ease upon fingertip pressure, and that when so applied it adheres to the surface"). [W] hen no name other than the trademarked word is available to the public or competitors to indicate the type or class of product on which the trademark is used, exclusive control of the trademarked word has not been permitted.").
66. The Lanham Act generally denies protection of descriptive marks, subject to the following exception in § 2 (c) stating that "nothing herein shall prevent the registration of a mark used by the applicant which has become distinctive of the applicant's goods in commerce." 15 U.S.C. § 1052(f) (1982 
II. THE E-I-G MOVEMENT IN E-COMMERCE

A. Brief Overview of E-Commerce
In the last few years the transformation of cyberspace 68 has created an open system which fosters new innovations, creates numerous opportunities, and generates numerous uncertainties. 69 The Internet, particularly the World Wide Web, ("the Web") 70 has enabled the growth of e-commerce by providing consumers, businesses, and trading partners with the ability to connect to a global network of computers.
71
The rapid growth of e-commerce is evidenced by the creation of more than twenty-one million websites in a period of less than five years 70. See generally TIM BERNERS-LEE, WEAVING THE WEB (1999) (discussing the differences between the "Internet" and the "World Wide Web").
The Internet ("Net") is a network of networks. 78. Unlike retail e-commerce ("B2C"), in which e-companies' products and services are aimed directly at the traditional consumers, business to business ("B2B") e-commerce is a "system of suppliers, distributors, commerce services providers, infrastructure providers and customers that use the Internet for communications and transactions." Don Tapscot, Manager's Journal: Virtual Webs Will Revolutionize Business, WALL ST. J., Apr. 24, 2000, at A38. Consequently, among other benefits, B2B e-commerce allows companies to streamline and augment supply chain processes to their business customers. See U.S. Department of Commerce, The Digital Economy II, chp. 1, Electronic Commerce in the Digital Economy (1999) New web sites with new business models are developing quickly on the Internet. New think-tank groups, such as Walker Digital, Corp., are filing business method patent applications at the rate of one patent application every two weeks. 85 Other Internet companies are shifting from business-to-customers operations to business-to-business practices 86 and from Internet service providers to commerce service 84. "Reverse auction" was defined as a "process initiated by the prospective purchaser who solicits bids. After the low bidder is identified, the other bidders have an opportunity to rebid until the buyer is satisfied it has secured the best terms, which usually means the lowest price." Outboard Marine Corp. v. Peretel, 461 F. Supp. 384, 389 (D.C. Del. 1978). Priceline's reverse auction is an Internet-based process that allows multi-party interaction: consumers naming their own prices for airline tickets or hotel rooms; website servers facilitating the bidding-matching process; service provider (hotel or airline) responding to the consumer's bid. The explosive growth of millions of websites has taught Internet companies that the prospect of luring potential customers to its site, maintaining the customers' interest, and developing loyal, return customers are daunting tasks. 88 The ability to anticipate trends and be ahead of the competition is also key to survival in e-commerce. 89 The dot.com companies, to thrive in the e-commerce economy, must do more than grow quickly, they must be profitable. , at 44-45 ("Ever since the Net craze began, dot-coms have relied on outside capital and hyped valuations to feed their expansion plans. Now that the bubble has burst and venture capitalists have lost their enthusiasm, many dot-coms are stranded with little prospect of ever making it."); David Lipschultz, Growing Pains, RED HERRING, Oct. 30, 2000, at 222-27 (observing that Internet startups that fail to manage growth, making mistakes such as Amazon's "money-losing revenue" model, wrong products, wrong direction, wrong manufacturing process, wrong employees and lack of office space that occur in a short period can mean corporate death); Mark Roberti, B-to-B: Evolution, Not Revolution, THE INDUS. STANDARD, Sept. 4, 2000, at 79-80 ("With venture capitalists and Wall Street looking for profits-or at least the prospect of profits-independent market makers need to find new sources of revenue. The answer, for some at least, is to transform themselves into application service providers.").
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B. "Branding" the E-Commerce Way: Here Comes E-I-G
It is common for some dot.com companies to spend millions of dollars on on-line advertising and branding campaigns. Branding is a marketing tool used by companies to portray a consistent and effective image in the market place, i.e. the Nike symbol or CocaCola's signature red and white colors. 92 Given the crowded dot.com web, startup companies in the e-commerce economy choose to focus most of their attention on branding through quick growth. 93 Many dot.com companies are selling products and services at their web sites without making any profits. 94 Other dot.com companies give away devices or hardware with the hope that consumers will remember their domain name and web site and ultimately complete a sales transaction with the dot.com companies. ("Startups may put rapid growth ahead of profits for a time, but eventually they will have to return to the true nature of business. They will have to charge more than the cost of the goods and services they deliver, and make a profit.").
94. See Dickerson, supra note 80, at 299 (noting that most cybercompanies "have generated little earnings and, thus, have never made a profit"); see also Hwang & Mangalindan, supra note 86, at A1 (reporting that Yahoo is one of the few dot-com companies that earn profits).
95. Others even attempt to secure a domain name first, then develop the business around the name.
110
Often the right domain name is the name that describes the products or services offered at the web site.
111 Indeed, having a memorable or easily accessible domain name that users relate to a product or online service is considered owning one of the most valuable cyberassets.
112
When potential consumers surf the Internet by using common names for products or services, they will quickly be linked to sites where the domain name is the name of the product or services offered for sale. These are generic or G-domain names. Examples of G-domain names include sex.com, business.com, loans.com, bingo.com, drug.com and university.com.
In addition to the G-domain names, there are domain names with the "e" prefix. According to one estimate, there are about 110,000 domain names with this prefix.
113
The "e" prefix stands for "electronic" and is synonymous with "online" or "high tech."
114 Like the G-domain names, E-domain names are in high demand.
E-
"nightmare" process because most memorable dot-com addresses are no longer available and selecting a difficult to remember company name is a bad idea).
109. See Johnson, supra note 3, at A1 (reporting companies such as Idealab in Pasadena will pay one million dollars for domain names with the belief that the name will offset the advertising cost).
110 Domain names have evolved into one of the Internet's most important commodities-and an increasingly scarce resource. Though the universe of online addresses is theoretically unlimited, the best addresses get snapped up quickly. A latecomer might find himself stuck with an unwieldy address like "joespizzaofbrooklyn.com" instead of the easier to type, and remember, "joes.com." Id.
113. See Thomson & Thomson, supra note 8 (reporting that there are 4,900 trademark filings and 110,000 domain names begin with "e").
114. See Johnson, supra note 3, at A1 (reporting that companies who add "e" or "i" to domain names are hoping their names "sound high-tech and that e-buy.com, esell.com, e-tail.com, e-toys.com and i-tail.com are all not available on the primary domain name market"). E-COMMERCE 955 domain names include etoy.com (selling toys on the Internet), erealty.com (real estate business), emortgages.com (online mortgage company), ebank.com (online banking services), and etrade.com (online brokerage trading services). Though not as popular as edomain names, domain names with the "i" prefix are also gaining popularity. The "i" prefix stands for "Internet" and, as with the "e" prefix, is synonymous with "online" or "high tech." 116 Examples of idomain names include iWireless.com, currently being offered for sale at $500,000, and iAutos.com, which is offered for sale at $250,000.
117
Generic domain names are presently seen as the most coveted virtual real estate on the Internet.
118
The more generic the better. Internet surfers frequently use simple, generic words to search for a site.
119
Thus, the generic quality of a domain name dramatically increases its value.
120 Start-up dot.com companies are often willing to pay hefty prices for generic domain names that describe their on-line product in lieu of spending even more on a branding campaign to increase name recognition.
The demand for simple generic domain names has caused the monetary value of G-domain names to skyrocket. 121 Many individuals and companies registered generic domain names in the early stages of e-commerce without ever using the names.
122
The owners of generic domain names are now cashing in on the current demand.
In addition, there are numerous Internet companies specializing in domain name brokerage. These domain name brokers usually take a ten percent commission for the sale of a domain name to the highest company increased its original offer from 2 million pounds to 4.4 million pounds).
116. See Johnson, supra note 3 (reporting that "e" and "i" domain names denote high tech).
117. 128. Generally, domain names consist of a second-level domain which is typically the name of a company-such as Texaco, Microsoft, or Blockbuster-followed by a period (the "dot"), and a top-level domain which indicates the nature of the company such as "com" (commercial), "edu" (educational), "org" (non-profit organizations), "net" (network providers), "gov" (government), and "mil" (military).
129. See Wingfield, supra note 6, at R14 ("In the world of online real estate, the 'dot-com' at the end of ForMyHome.com and other Web sites' addresses is the most fashionable ZIP Code for Internet businesses. It's a suffix that has become a universal signifier for all things Internet. Other so-called top-level domains--particularly 'dot-net' are considered far less desirable by Web entrepreneurs.").
130 The desire for an E-I-G domain name is premised on the belief that Internet surfers who search for web sites use domain name searches as one of the two principal means of being linked to the desired web site.
137
A surfer may search for, communicate with, and retrieve information from various web sites using a web browser such as Microsoft's Internet Explorer or Netscape's Navigator. The surfer can get to a web site quickly if s/he knows the domain name to enter in the web browser. Alternatively, if the surfer does not know the domain name, she can use a search engine such as Yahoo, Altavista, or Lycos to get to the desired web site. The surfer enters a keyword into a search engine and it looks for the word in "domain names, actual text on the web page, and metatags." 132. See id. (explaining that ".tv" is the top-level domain name for the country of Tuvalu); see also Johnson, supra note 3, at A1 (reporting Idealab paid the nation of Tuvalu $50 million in royalties for rights to e-mail and domain names ending in ".tv" and noting that Idealab is hoping to reap millions to billions of dollars in reselling domain names in ".tv").
133. Some courts have granted protection to holders of vanity telephone numbers with easy-to-remember letter equivalents. 140 These courts have found that the promotion of a confusingly similar telephone number might be considered as trademark infringement and unfair competition.
141
Whether similar protection should be extended to E-I-G domain names is the next area for discussion.
III. PROTECTION FOR THE NEW E-I-G KIDS ON THE BLOCK
A. Trademark Protection for E-I-G Domain Names?
Since E-I-G domain names are highly valued now, a logical concern of owners of such domain name is what type of protection is available for such domain names. Because domain names are primarily used to attract Internet users to a particular site, 142 domain names are performing an initial interest function of identifying and distinguishing a web site from other web sites. 143 Accordingly, the issues we must address are whether such functions qualify as a trademark function, whether E-I-G domain names are valid trademarks, and whether trademark law should protect valuable E-I-G domain names that have been used primarily as initial website identifiers.
The first inquiry is whether domain names, E-I-G domain names in Cir. 1989 ) (holding that the plaintiff "does not lose the right to protection against defendant's use of a confusingly similar number and a confusingly similar set of letters that correlate with that number on the telephone dial just because the letters spell a generic term"); Am. Airlines, Inc. v. A-1-800-A-M-E-R-C-A-N Corp., 622 F. Supp. 673, 686-87 (N.D. Ill. 1985) (protecting the American Airlines trademark against the use of a confusingly similar vanity telephone number).
Other courts, however, declined to extend protection to phone numbers that correspond to generic mnemonics. See, e.g., Holiday Inns, Inc. v. 800 Reservation, Inc., 86 F.3d 619, 623 (6th Cir. 1996) (concluding that defendant's use of 1-800-HOLIDAY did not infringe the plaintiff's trademark in the telephone number 1-800-HOLIDAY because the defendant never promoted the number in connection with the HOLIDAY trademark); Dranoff-Perlstein Assoc. v. Sklar, 967 F.2d 852, 852 (3d Cir. 1992) (holding that telephone numbers that correlated to generic terms are not afforded trademark protection).
141. See Am. Airlines Inc., 622 F. Supp. at 686 (finding that a confusingly similar telephone number constituted trademark infringement and common-law unfair competition).
142. See, e.g., Lockheed Martin, 985 F. Supp. at 952 (explaining that if Internet users know the domain name of a web site, they can access the site directly by typing the domain name into a web browser thereby avoiding a time consuming search).
143. See id. at 956 (stating that for trademark purposes, a domain name identifies an Internet user who offers goods or services on the Internet).
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144
The second inquiry will focus on whether such domain names are valid trademarks entitled to protection. To qualify for trademark protection, however, domain names must both function as trademarks and be distinctive. Since the Abercrombie & Fitch distinctiveness scale determines the level of protection for trademarks generally, the same scale should be applied to domain names. 145 
Do E-I-G domain names function as trademarks?
To answer the first inquiry we need to look at domain names and their functions on the Internet. In general, a company seeking to establish its presence in cyberspace first reserves its Internet Protocol ("IP") Address for its web sites. 146 Because the IP Address is difficult for users to remember when trying to reach a particular web site, "domain name combinations" were introduced.
147 Network Solutions, Inc. ("NSI"), the largest registrar of Internet domain names, 148 maintains a database of registrations and translates entered domain name combinations into IP addresses.
149
When a company registers with NSI to receive a domain name combination, the company submits NSI's "template" over the Internet.
150
NSI then puts the domain name combination together with the corresponding IP address in its database.
151
When an Internet user enters a domain 144. See id. at 956-58 (noting domain names present a special problem under the Lanham Act because "they are used for both a non-trademark technical purpose, to designate a set of computers on the Internet, and for trademark purposes, to identify an Internet user who offers goods or services on the Internet").
145 Once a company reserves its domain name combination, no other entities can have the same domain name, unless the company voluntarily or otherwise relinquishes its registration.
Every domain name has a technical purpose in the Web. 154 The domain name serves as an address and Internet surfers who know the domain name will be connected to the corresponding web site once the domain name is typed into a web browser. 155 Additionally, the user can enter the domain name as a search engine keyword. 156 The search engine will look for keywords in places such as domain names, actual web page text, and metatags. 157 The search engine performs a search and generates a list of sites relating to the entered keyword.
158
Using the domain name purely as an Internet business locator does not amount to trademark use of the domain name. 159 In this capacity, the domain name functions as an address directing web users to the corresponding web pages. The address itself neither identifies a product's course nor distinguishes the product from those of others. names to vanity telephone numbers that allow one machine to connect to another machine. 161 Both domain names and telephone numbers "make it easier for customers to find" the company. 162 Such use, as a machine-linking function, is not trademark usage. 163 Other courts have recognized that although domain names are similar to telephone number mnemonics, they are of greater importance because presently there is no Internet equivalent to directory assistance and domain names are often guessed rather than known. 164 Courts have also analogized the technical use of domain names to "trade name" use because customers use domain names to identify a business entity. 165 A domain name mirroring a corporate name may be a "valuable corporate asset, as it facilitates communication with a customer base." 166 Domain names have dual functions. 167 In addition to the technical function of locating a site on the Web, a domain name can function as a trademark. 168 Like trade names, domain names can function as trademarks if they are used to identify the source of goods or services. 169 The domain names must identify a web site in a manner that leads customers to associate the source, or sponsorship of products, or services offered with the domain name. To qualify as a trademark, the registrant of the domain name must use the domain name at its web site to distinguish the goods or services offered at the web site and to indicate the source of those goods or services. 172 The web site must be an active web site with a home page and perhaps internal pages that sell products or services at the web site.
173
The web pages' content should use the domain name in connection with the products or services offered at the site.
174
All of these domain name uses are intended to convey to Internet consumers the relationship between the domain name and the source or sponsorship of the goods or services offered at the web site.
Are E-I-G domain names valid trademarks?
Upon establishing that domain name use can be trademark use, any word, name, symbol, or device, or any combination thereof-used by a person, or which a person has a bona fide intention to use in commerce and applies to register on the principal register established by this Chapter, to identify and distinguish his or her goods, including a unique product, from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown.
Id.
173. For example, district court found trademark infringement in a case where the defendant registered a domain name to direct Net users to the website. Such intent was evidenced by the defendant's creation of the home page with information that conveyed the impression to Net users that the plaintiff was a sponsor of the defendant's web site. Planned Parenthood Fed'n of Am Cir. 1999 ) (acknowledging that domain names can be used for trademark purposes when the name exceeds mere recognition of a business identity and identifies the entity as the source of goods or services).
176. 305 U.S. 111 (1938). 177. 305 U.S. at 116-18 (rejecting the plaintiff's argument that it had exclusive right to the term "Shredded Wheat" because the term acquired the "secondary meaning" of the shredded wheat produced by the plaintiff's predecessor in Niagara
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Under the primary significance test, a party seeking to prove that a mark has become generic must show that the majority of customers or other relevant members of the public, consider the term to primarily signify the item, not the producer. 178 This inquiry requires the party to (1) identify the class of product or service to which use of the trademark is relevant; (2) identify the relevant purchasing public of the class of product; and (3) prove that the primary significance of the mark to the relevant public is to identify the product, not the producers.
179
The primary significance test, however, is often applied by the court in cases where the trademark at issue has become generic due to third party use and plaintiff's failure to police such use. In other cases, where the trademark at issue is inherently generic, courts apply the "genus-species test."
180
Under the genus-species test, a term is deemed generic if it is "the name of a particular genus or class of which an individual article or service is but a member." 181 Courts, in applying the genus-species test, often fail to consider the issue of Falls, NY).
178. See id. at 118 (determining that National Biscuit Co. had to show more than a secondary meaning applied to it in order to establish a trade name in "Shredded Wheat" and thus, was not entitled to exclusive use of the term because it failed to show that the primary significance of the term was the producer, not the product).
179 Cir. 1999) ). A generic mark "refers to the genus or class of which a particular product is a member," and such a mark "can never be protected." Furthermore, in Ale House Mgmt., the Fourth Circuit affirmed the district court's finding that "ale house" is a generic mark because it refers to institutions that serve both food and beer. See Ale House Mgmt., Inc., 205 F.3d at 140; see also Miller Brewing Co., 561 F.2d at 80 (declining to adopt the plaintiff's argument that "light beer" is not a "genus" because "light" is an adjective, noting an adjective can be generic if it is used in its generic sense, and concluding that if "'light beer' is a generic name, then 'light' is a generic word when used as part of that name.").
181. Vision Ctr. v. Opticks, Inc., 596 F.2d 111, 115 (5th Cir. 1979 ). See Blinded Veterans Ass'n v. Blinded Am. Veterans Found., 872 F.2d 1035, 1039 (D.C. Cir. 1989) ("A generic term is one commonly used to denote a product or other item or entity, one that indicates the thing itself, rather than any particular feature or exemplification of it."); see also Liquid Controls Corp. v. Liquid Control Corp., 802 F.2d 934, 936 (7th Cir. 1986) (defining a generic term as a term commonly used to identify the genus of which the goods are a species, rather than the identity of the product's source, which is a trademark); Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 9 (2d Cir. 1976) ("A generic term is one that refers, or has come to be understood as referring, to the genus of which the particular product is a species.").
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AMERICAN To address the shortcomings of the genus-species test, the Court of Appeals for the Federal Circuit has incorporated the primary significant inquiry into the genus-species test by developing a two-part inquiry. 186 "First, what is the genus of goods or services at issue? Second, is the term . . . understood by the relevant public primarily to refer to that genus of goods or services?"
187 If a term is generic, it is not entitled to trademark protection. 188 If a term is descriptive, however, it will receive protection only upon proof that the term has acquired distinctiveness through substantial and exclusive use of the mark in commerce and that the mark itself is a source identifier. A mark is not generic merely because it has some significance to the public as an indication of the nature or class of an article. In order to become generic the principal significance of the word must be its indication of the nature or class of an article, rather than an indication of its origin. (citations omitted.)
184. See Kellogg Co. v. Nat'l Biscuit Co., 305 U.S. 111, 118 (1938) (concluding that a plaintiff must demonstrate that the primary significance of a term, as viewed by the general public, is the producer, not the product to establish a trade name; thus, if the primary significance of a term is the product, it is a generic term).
185. See Trademark Clarification Act of 1984, 15 U.S.C. § 1064(3) (1994 & Supp. 1998) ("The primary significance of the registered mark to the relevant public rather than purchaser motivation shall be the test for determining whether the registered mark has become the generic name of goods or services . . . .").
186. See H. Marvin Ginn Corp. v. Int'l Ass'n of Fire Chiefs, Inc., 782 F.2d 987, 990 (Fed. Cir. 1986 ) (establishing a test that combines the primary significance test and the genus-species test to determine whether a mark is generic to alleviate confusion regarding this issue).
187. See id. at 990. 188. See id. at 989 (recognizing that generic terms are simply descriptive and, thus, can never be registered as trademarks because such terms cannot acquire distinctiveness); see also Kellogg Co., 305 U.S. at 116 (holding no exclusive right to use the term "Shredded Wheat" because it is a generic term "by which the biscuit in pillow-shaped form is generally known by the public"); Park 'N Fly, Inc. v. Dollar Park & Fly, Inc., 469 U.S. 189, 194 (1985) ("Generic terms are not registrable").
189. See 15 U.S.C. § 1052(f) (1994 & Supp. 1998) (noting that substantial and exclusive use of the mark must occur for five years prior to the date on which a party claims distinctiveness); see also Walt-W. Enters., Inc. v. Gannett Co., 695 F.2d 1050, 1057 (7th Cir. 1982) (holding that to establish a secondary meaning for a term, a plaintiff "must show more than a subordinate meaning which applies to it. It must show that the primary significance of the term in the minds of the consuming public
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Indeed, the Lanham Act prohibits registration of a mark that "when used on or in connection with the goods of the applicant is merely descriptive,"
190 unless the applicant demonstrates that the mark acquired secondary meaning. 191 A generic mark falls within this prohibition because the "generic name of a thing is in fact the ultimate in descriptiveness."
192 In addition, a descriptive term that is used in its generic sense as a part of a trademark will be deemed generic.
193
For example, "[I]f 'light beer' is a generic name, then 'light' is a generic word when used as part of that name." 194 When a defendant asserts a defense of genericness and the plaintiff's mark is unregistered, the burden of proof is on the plaintiff to prove that the mark is not generic. 195 On the other hand, if the mark is registered, the burden of proof is on the defendant to establish that the registered mark is generic. names, such as wireless.com (for wireless services), ibooks.com (online retail books), and emovies.com (for movies rental), readily inform the public the genus or class of which each domain name is a member: wireless services, books, and movies. Most people would immediately understand that each of these domain names refer to those services and products. Additionally, these domain names are not descriptive terms because none describe the characteristic of the goods or services. 198 An owner of an E-I-G domain name would like to argue that its domain name is descriptive because under trademark law a descriptive term can get protection if it has acquired a secondary meaning.
199
If a domain name is an adjective, however, that alone will not prevent it from being a generic word if the adjective is used in its generic sense as part of a name. 200 This means, like other inherently generic trademarks, E-I-G domain names will never be protected under trademark law. 
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Secondary meaning in E-I-G domain names?
If the owner of an E-I-G domain name has evidence establishing that the generic domain name achieved secondary meaning through extensive use, promotion, and advertising, is the generic domain name entitled to trademark protection? Under trademark law courts uniformly respond that no amount of proof of secondary meaning can convert a generic term into a valid trademark.
202
The rationale behind such refusal to grant trademark protection to generic terms with secondary meaning is the fear that such protection may "deprive competing manufacturers of the product of the right to call an article by its name."
203 Moreover synonyms for a term do not mean the term is not generic since it is common that there "may be more than one term which the consuming public understands as designating a category of goods." 204 In the context of the generic combination of generic words or phrases, some courts examine whether a composite mark simply conveys a combination of each word's common meaning.
205
For example, "Consumer Electronics" is generic for electronic equipment purchased and installed by the consuming public. 206 Therefore, "Consumer Electronics Monthly" is generic Cir. 1997 ) (finding "honey" added to "brown ale" is the generic "honey brown" ale); Miller Brewing, 561 F.2d at 80-81 (holding "light"-the legal and phonetic equivalent of the word "lite"-is a generic or common descriptive term as applied to beer and "[i]f 'light beer' is a generic name, then 'light' is a generic word when used as a part of that name."); cf. Self-Realization Fellowship Church v. Ananda Church of SelfRealization, 59 F.3d 902, 912 (9th Cir. 1995) Moreover, given the fact that most E-I-G domain names have only been in use for a relatively short period of time, owners of E-I-G domain names would probably not be able to prove that E-I-G domain names have acquired distinctiveness or secondary meaning. 209 The burden to prove acquired distinctiveness is a heavy burden because it entails "vigorous evidentiary requirements." 210 The owner of an E-I-G domain name must demonstrate:
(1) advertising expenditures, (2) consumer studies linking the mark to a source, (3) unsolicited media coverage of the product, (4) sales success, (5) attempts to plagiarize the mark, and (6) the length and exclusivity of the mark's use.
211
In light of the heavy burden of proving secondary meaning, most, if not all, E-I-G domain names would not be entitled to such protection. 212 magazine, "Consumer Electronics Monthly" and proposed magazine "Consumer Electronics Product News"; whereas, St. Regis Publications, Inc. claimed trademark protection of their coverage of a semi-annual "Consumer Electronics Show" or "C.E.S." through publication of a periodical "Consumer Electronics Product News").
207. See id. at 13 (affirming the district court's conclusion that the term "Consumer Electronics" was generic and thus, lacking trademark protection).
208. See Am. Online, Inc. v. AT & T, 64 F. Supp. 2d 549, 562-65 (E.D. Va. 1999) (holding the mark "YOU HAVE MAIL" generic even though America Online has used the mark for almost ten years in connection with its automatic electronic mail notification services).
209. The requirements under 15 U.S.C. § 1052(f) indicate that the owner of a merely descriptive trademark must prove through substantial and conclusive use of the mark in commerce for at least five years that the mark has become distinctive and is entitled to registration. See also CES Publ'g Corp., 531 F.2d at 13-14 (holding the term "Consumer Electronics" a generic term describing electronic equipment and thus plaintiff could not successfully maintain a trademark action, "even if he were the first in the field and consumers had come to identify his products with him"). Cir. 1987 ) (describing the factors used to determine whether secondary meaning exists and noting that no single factor is determinative).
212. Obviously, if an E-I-G domain name is used as an arbitrary trademark, the domain name will receive trademark protection. Apple.com is an uncommon use for a common word and will be protected under trademark law, however, apple.com for
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E-I-G domain name trademark registrations: cancellation
Trademark registrations for E-I-G domain names may be subject to cancellation.
213
In general, a registered trademark without proof of secondary meaning is presumed suggestive and valid. 214 The burden to prove a registered trademark generic is on the petitioner in a cancellation proceeding or the defendant in an infringement action.
215
Courts usually cancel trademark registrations if the trademarks have become generic.
216
In recent decisions, however, courts have ordered cancellation of registrations of trademarks that are inherently generic, i.e., the trademarks are generic at the time of use or filing. Despite its use by competitor AOL, the court found that a perusal of its use in the media, and in reference books, showed that it had become a generic term.
224
For example, the court found that, regardless of which company's online services they are discussing, the media uses the term "buddy list" generically to describe a list of individuals online. 225 The court concluded that the "significant use of a term by competitors in the industry has been recognized, along with dictionary evidence, as indicating genericness, . . . the only reasonable conclusion which could be drawn is that BUDDY LIST is generic."
226
The court declined to consider whether the mark has obtained a secondary meaning because such inquiry is not relevant when determining whether a term is generic.
227
On appeal, the U.S. Court of Appeals for the Fourth Circuit vacated the District Court's decision because cancellation of the trademark registration at the summary judgment stage is not appropriate.
228
Evidence such as the certificate of registration establishes a question of material fact that should be resolved at trial.
229
Under existing case law, the trademark registration of an E-I-G domain name would be cancelled on the ground of being generic. An owner of such trademark registration may attempt to argue that unlike other generic terms, a generic domain name with "e" or "i" prefix is not a generic term because it is not a dictionary word. For example, etoys or etoys.com are coined terms. Although dictionaries are not currently including generic terms with "e" or "i" prefixes, these prefixes have become ordinary parts of language and they are "signifiers people understand and recognize." 230 It is now common to Cir. 1986 ) (affirming summary judgment and finding "liquid control" is a generic term). The Seventh Circuit held that while a contestable federal registration is prima facie evidence that the term "liquid control" is not generic, such presumption is rebuttable when the defendant presents sufficient evidence of genericness. Id. In addition, to overcome the presumption the defendant must demonstrate that there is no genuine issue of material fact as to genericness. Id. In the face of such evidence, the plaintiff trademark registration holder may not simply rely upon registration to preclude summary judgment. 
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E-COMMERCE 971 see newspapers, magazines, and advertisements containing "e" or "i" prefixes. 231 Internet companies and consumers understand and recognize that the "e" prefix is an abbreviation for "electronic," the "i" prefix for "Internet" and both prefixes denote "online" or "hightech." 232 Thus, an online retail store that sells toys on the Internet should not have the exclusive right to use generic words, such as toys.com, etoys.com, or itoy.com. Such monopolies would deprive competitors from using generic words that are necessary to do business. 233 Generic terms belong to the public. Exclusive rights in generic terms could render the public speechless, a notion that is at odds with that which trademark law intends to promote. 234 Additionally, granting trademark exclusivity to generic words, such as etoys, contradicts the existing domain name assigning system and ICANN's Uniform Dispute Resolution Policy ("UDRP"). 235 237 Moreover, courts have held that the ".com" top level of domain names should not be considered part of a trademark. 238 Only the word or words constituting the second level domain name, such as etoy, are considered in a trademark inquiry. In sum, many E-I-G domain names will not survive the bar of being generic.
239
B. Generic Domain Names Protection Under Unfair Competition Law?
Unfair competition is a broad and flexible doctrine of commercial tort that intends to promote honesty and fair dealing. 240 Courts define unfair competition as "the umbrella for all statutory and nonstatutory causes of action arising out of business conduct that is contrary to honest practice in industrial or commercial matters." 241 While the law of unfair competition has its roots in the common law of deceit, 242 over the years the doctrine has been broadened to include other conducts. The illegal conduct includes, among others, passing off, 243 
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AMERICAN 255 have held that the fact that the plaintiff's trademark is generic as applied to products does not preclude a finding that a defendant has violated the Lanham Act by engaging in unfair competition. To establish an unfair competition claim, the plaintiff must show that (1) "an association of origin by the consumer between the mark and the first user, that is, secondary meaning;" and (2) "a likelihood of consumer confusion when the mark is applied to the second user's good."
256 Since the mark is generic, the defendant may escape liability because she has "the right to use generic product names that have traditionally been associated with one manufacturer," as long as such use is conducted in a fair manner that avoids consumer confusion as to the source of the product.
257
Even if the plaintiff prevails in an unfair competition claim against the defendant for using a generic name that causes a likelihood of consumer confusion, relief is limited to certain means to alleviate the source of confusion caused by the defendant. 258 Courts may require Since the trademark is generic, courts "may not prevent the defendant from using the plaintiff's mark altogether." 260 Any injunctive relief preventing the defendant from using the plaintiff's generic mark is inappropriate in a claim of unfair competition with respect to a generic mark. 261 Other courts, however, do not endorse the Second Circuit's expansion of unfair competition law to protect a generic mark. 262 To date, the Second Circuit is the only court that allows federal unfair competition protection for generic mark claims.
263
Under the Second Circuit's rationale, an unfair competition claim for E-I-G domain names seems viable at a first glance. Because of the dual functions of domain names, the owner of a generic domain name must first demonstrate that the domain name is not merely an address, but functions as a trademark in relation to the goods, services or content provided at the associated web site. there is "an association of origin by the consumer" between the generic domain name and the plaintiff. 266 Since most domain names have been used for a relatively short period, as e-commerce is still in its nascent stages, owners of generic domain names would have difficulty establishing secondary meaning for generic domain names. 267 In addition, the plaintiff must demonstrate the likelihood of confusion by the defendant using the domain name to mislead Internet consumers that they are getting the plaintiff's products. 268 Extending unfair competition law to protect generic domain names raises some major concerns. The party who obtains the generic domain name merely by registering the name first, gains an unfair advantage over its competitors. 269 This means the first domain name registrant can exclude all competitors from using generic terms and thwart the fundamental policy of being generic. 270 Although Section 43(a) of the Lanham Act protects consumers from likelihood of confusion, expanding that section to include competitor's use of generic terms fails to reconcile with other provisions in the Lanham Act that grant no protection to generic trademarks. 271 Most courts do 266. Genesee Brewing Co., Inc. v. Stroh Brewing Co., 124 F.3d 137, 143 n.4 (2d Cir. 1997) (describing that to qualify for trademark protection, an owner of a descriptive mark must demonstrate that the mark had acquired secondary meaning before its competitor commenced use of the mark).
267. See Big Star Entm't, 105 F. Supp. at 203 (holding that a two year time period of a descriptive domain name was not enough to acquire secondary meaning for purposes of trademark protection under the Lanham Act).
268. See Am. Footwear Corp. v. Gen. Footwear Co., 609 F.2d 655, 662 (2d Cir. 1979) (asserting that unfair competition liability only arises when the defendant sells its product in a way that would make the public believe that it was a competitor's product), cited in Genesee Brewing Co., 124 F.3d at 150.
269. An extension of unfair competition law to protect generic domain names is especially worrisome with the approval of seven new Web suffixes by the Internet Corporation for Assignment Names and Numbers. See New Web Suffixes are Changing the Rules, CNET.Com (Dec. 11, 2000) at http://news.cnet.com/news/0-1005-201-4065509-0.html.
270. See MCCARTHY, supra note 15, at § § 12:2 to 12:8.1 (explaining that public policy dictates that a generic term is free for all to use because granting exclusive rights to use of a generic term would be equivalent to creating a monopoly in that particular product).
271. See 15 U.S.C. § 1052(e)(1) (1994 & Supp. 2000) ("No trade-mark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration of the principle register on account of its nature unless itConsists of a mark which when used on or in connection with the goods of the applicant is merely descriptive or deceptively misdescriptive of them . . ."); see also id.
§ 1052(f) ("Except as expressly excluded in paragraphs (a), (b), (c), (d), and (e)(3) of this section, nothing in this chapter shall prevent the registration of a mark used by the applicant which has become distinctive of the applicant's goods in commerce."); id. at § 1064(3) (explaining that a petition to cancel a registration of a mark may be filed at any time the registered mark becomes a generic mark); id. § 1127 (holding that a mark is deemed abandoned either when the mark becomes the generic name on or in connection with which it is used or losses its significance as a mark).
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not protect generic terms in trademark infringement and unfair competition cases. 272 A finding of genericness should be dispositive of whether any allegations of unfair competition can be sustained. 273 Extending unfair competition law with respect to generic domain names will hinder the growth of e-commerce. 274 For example, a jury in the Northern District of California awarded E-cards.com a $4 million verdict that includes $1 million in punitive damages in an unfair competition action against Ecards.com. 275 E-cards.com is a California company which provides electronic greetings at its web site and Ecards.com is a Canadian company that also sells electronic greeting cards over the Internet." 276 E-cards.com or ecards.com are generic domain names and both are being used naming the products or services of electronic cards over the Internet.
The first registrant of the generic domain name now has the monopoly in the generic term itself. Competitors who want to enter the electronic cards business are now forbidden to use the necessary terms, e-cards or ecards to name or describe their electronic cards business for fear of being brought to courts to defend their necessary use of the generic terms. generic domain names. 278 In the event that a court decided in favor of the plaintiff in an unfair competition claim involving a generic domain name, the court should follow the Second Circuit's ruling on the relief issue. 279 Courts should not prohibit defendants from using the generic domain names. 280 Injunctive relief against use of generic domain names is inappropriate in a claim of unfair competition involving generic domain names. 281 As dictated by the Second Circuit decision in Genesee Brewing, courts should only require a defendant to display a disclaimer at its web site that its generic domain name and web site are not affiliated with the plaintiff.
282
CONCLUSION
The current craving for generic domain name investment and the new approach to short-term branding on the Internet which use generic words or words with "e" or "i" prefixes are creating a domain name scarcity problem in the primary domain name market. This problem will escalate if trademark and unfair competition are extended to cover generic domain names. Protection for generic domain names has no support in trademark jurisprudence. Indeed, it would be contrary to the basic principles of trademark law and fair competition to grant exclusive use in generic domain names. Sixtythree years ago the Supreme Court announced that even if a generic name has attained goodwill, competitors have the right to trade on the goodwill since there is no legal protection for a generic term.
283
Generic domain names should be treated accordingly today. It is important that at this early stage of e-commerce development, fair competition, not inequitable competition through exclusive use of generic domain names, should be the guiding principle.
278. The use of unfair competition claims will allow plaintiffs to commence litigation from a new approach outside of "cybersquatting" complaints. See id.
279. See Genesee Brewing Co. v. Stroh Brewing Co., 124 F.3d 137, 151 (2d Cir. 1997) (holding that while a court may require a newcomer to distinguish its product, it may not prevent the defendant from using the plaintiff's mark altogether).
280. See id. 281. See id. (finding that an injunction is inappropriate in a claim of unfair competition with respect to a generic mark).
282. See id. (holding that a court may require a newcomer to notify consumers explicitly that its product does not come from the original manufacturer).
283. See Kellogg Co. v. Nat'l Biscuit Co., 305 U.S. 111, 122 (1938) ("Kellogg Company is undoubtedly sharing in the goodwill of the article known as 'Shredded Wheat;' and thus is sharing in a market which was created by the skill and judgment of plaintiff's predecessor and has been widely extended by vast expenditures in advertising persistently made. But that is not unfair. Sharing in the goodwill of an article unprotected by patent or trade-mark is the exercise of a right possessed by all-and in the free exercise of which the consuming public is deeply interested.").
